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DETAILED ACTION 

Response to Amendment 

This action is responsive to amendment filed on June 20, 2007. Claims 1-3, 7, 10-12, 
16, 20-24 are pending in the application. Claims 1-3, 7, 10-12 and 16 have been 
amended. Claims 4-6, 8-9, 13-15, 17-19 have been canceled. Claims 20-24 have been 
added. 

Response to Arguments 

With regards to the Applicant's remarks filed on June 20, 2007: 

1. Regarding the rejection of the claims 1- 2, 7, 10-12 under U.S.C. 102(e) as being 

anticipated by Itoh, Applicants' arguments have been fully considered, and they are 

persuasive. Therefore, the rejection has been withdrawn. However, upon further 

consideration, new grounds of rejection are made in view of newly discovered 

references. 

Regarding to Claim 1 , applicants argued that " Itoh can not be said to 
disclose, at a minimum, submitting, by a local e-mail client, at least an indicator 
of a distribution list and of the subtractive list to an e-mail server so that the e- 
mail server may determine the modified distribution fist. " <^ 
This argument is persuasive. 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 7, 10-12, 16, 20-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hiroshi Itoh (US 2002/0107930 A1 ) further in view of Yabe et a! (US 
2003/0182380 A1) 

As to claims 12 and 1, Itoh shows a machine-accessible media having 
associated data for distributing from an email client an email message to selected 
members of a distribution list( Fig. 8,1 12,1 14, Fig. 9, 202, 206, 207), comprising: 

addressing, using the email client, the email message to the distribution list; (Fig. 
8. Fig 10, 8); 

selecting, using the email client, a subtractive list, which when applied to the 
distribution list, determines a modified distribution list comprising members of the . 
distribution list not present in the subtractive list (Par[0025,0026,0032,01 03,01 19,01 20], 
Fig.6, Fig.7, Fig.8,143, Fig. 9, 207, Fig.10); 

submitting, by the email client, at least an indicator of the pre-determined 
distribution list and an Indicator to the subtractive list. (Fig.8, 1 1 4, 1 31 ). 

Itoh does not show distributing an email message via an email server. 
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Yabe shows distributing an email message via an email server.(Fig. 1, Fig. 6) 
It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the method of Itoh by distributing an email message via 
an email server as taught by Yabe in order to deliver the message to indented recipient. 

As to claim 2, Itoh in view of Yabe shows distributing by the email server{Fig 6, 
Yabe), the email message to the members of the modified distribution list. (Par[0068J, 
Fig.l, 20,21, Itoh). The email server 25 (Fig. 6, Yabe) will forward the electronic 
message to the mailbox corresponding of the email address of a recipient in each 
group, which in this case the group can be a modified distribution list, as taught by Itoh. 

As to claim 3, Itoh in view of Yabe shows applying, by the email server(Fig. 6, 
Yabe), subtractive list to the distribution list to determine the modified distribution list. 
(Fig.9, Itoh). 

As to claim 7, Itoh in view of Yabe shows the distribution list is a selected one of: 
a manually created list, or an automatically generated list identifying members sharing a 
common characteristic. (Fig. 9, 207, Itoh). For example Football Club (A) is a group of 
individual who has common characteristic. 

As to claims 23 and 10 Itoh in view of Yabe shows, machine-accessible media 
having associate data for distributing from an email client an email message to selected 
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members of distribution list(Fig 8, 1 14, Itoh) via an email server ( Fig. 6, Yabe), wherein 
the data, when accessed, results in a machine performing: 

receiving from the email client, by the email server (Fig 6, S8, Yabe), an email 
message addressed to a first Indicator for a distribution list (Fig 8, 114, Itoh); 

receiving from the email client, by the email server(Fig 6, S8, Yabe), a second 
indicator for a subtractive list, (Fig.8, 116, Itoh); which when applied to the distribution 
list, determines a modified distribution list comprising members of the distribution list not 
present in the subtractive list;(Fig.8, 143, Itoh) 

and distribute the email message to each member of the modified distribution 
list(Fig.9, 206, Itoh). 

As to claims 24 and 1 1 Itoh in view of Yabe shows first identifying, by the email 
server,(Fig. 6, Yabe) based at least in part on the first indicator, the member of the 
distribution list (FiglO, Itoh). 

second identifying, by the email server( Fig. 6, Yabe), based at least in part on 
the second indicator, the member of the subtractive list (Fig. 10, e, Fig.8, 116, Itoh) and 

determining, by the email server( Fig. 6, Yabe) the modified distribution list based 
at list in part on membership of the distribution list and the subtraction list (Fig.7, 207, 
Itoh). 

As to claim 16, Itoh in view of Yabe shows machine-accessible media further 
include data, when accessed, results in the machine perform ing(Fig.2, Fig.8, Itoh): 
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receiving by the email client from the remote email server (Fig 6, server 25, 
Yabe) an indicator of modified distribution list. (Fig 9, 201, 202, 206, Itoh). 

Itoh in view of Yabe does not show automatically re-addressing, by the email 
client the email message to the modified distribution list. 

However, the examiner takes official notice that it is old and well known in the art 
to provide a web-based email service (e.g., Hotmail, Yahoo) so that it is capable of 
automatically re-addressing the email message the modified distribution list. It is further 
noted that in such an argument, the mail manipulation occurs in the server instead of 
client. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the method of Itoh in view of Yabe by providing the 
capability of distribution operation and re addressing the email automatically. 

By adding this feature user will just select different kind of operation which is 
desired in a GUI interface and the operation will be done in the server just like other 
web based application such as Mailman, and Yahoo Email mechanism. This will also 
decrease the use of memory in the user side station. 

As to claim 20, Itoh in view of Yabe shows an electronic-mail (e-mail) method for 
distributing an e-mail message to selected members of first and second distribution 
lists(Fig. 8, Itoh), comprising: 

addressing the e-mail message to the first and the second distribution lists;(Fig. 8, 
114(first list), 116 (second list), Itoh). 

and selecting a subtractive list, which when applied to the first and the second 
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distribution lists, determines a modified distribution list comprising members of the first 
and the second distribution lists that are members of both the first and the second 
distributions lists.(Fig.8, 114, Itoh) 

As to claim 21 , Itoh in view of Yabe shows the modified distribution list comprises 
only those members that are members of both the first and the second distribution lists 
and that are also present in the subtractive list (Fig.9, 206, Itoh). 

As to claim 22, Itoh in view of Yabe shows the modified distribution list comprises 
only those members that are members of both the first and the second distribution lists 
and that are not present in the subtractive list.(Fig.7, Itoh) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ali Shayanfar whose telephone number is 571-272- 
9739. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on 571-272-3868. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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